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Pursuant to the Pre- Appeal Brief Conference Pilot Program, and further to the 
Examiner's Final Office Action dated February 5, 2010, Applicant files this Pre-Appeal Brief 
Request for Review. This Request is also accompanied by the filing of a Notice of Appeal. 

In the final Office action mailed February 5, 2010, claims 1-39 ( all claims pending in the 
application) are rejected for failure to satisfy the enablement requirement of the first paragraph of 
35 USC § 1 12. Claims 1-9 and 14-39 are rejected as unpatentable over Odenwalder et al in view 
of Akao and further in view of Shurvinton et al. Claims 1-9 and 14-39 are also rejected as 
unpatentable over Odenwalder et al in view of Akao and further in view of Kayama et al and still 
further in view of well known prior art (MPEP 2144.03) and further in view of Wang et al. In the 
remarks in support of this rejection, the examiner discusses claims 10-13, 20-31 and 33-39, so it 
is not entirely clear which claims are rejected. In any case, the rejection is not supportable. 

In a typical cellular network, a control facility communicates with and controls a plurality 
of base stations, and each base station in turn handles communications within a cell surrounding 
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the base station and communicates with a plurality of mobile terminals. The mobile terminal 
must be advised of the channel(s) over which communication will be conducted. As discussed in 
the Background section of the present application, it is conventional for the control facility to 
manage the allocation of channels, with the control facility being provided with a set of 
communication resources that it can distribute at its convenience, for example upon a traffic 
channel request by a user. The control facility therefore makes communication channels 
available to a base station so that the latter can communicate with terminals under its zone of 
coverage. The control facility and the terminal converse according to a resource management 
protocol, transparent to the base station, in particular so that the terminal is informed of the 
channels to be used, in the form of a subset of the communication channels allocated to the base 
station. 

The present invention is a modification of this conventional arrangement. The invention 
according to claim 1 includes the following steps for controlling communication channels 
between a base station and terminals: (1) allocating a list of shared channels to the base station, 
which list is composed of several sets of shared channels, for a communication session between 
the base station and a mobile terminal, (2) indicating to the terminal, from a control facility, the 
list of shared channels that is allocated to the base station; and (3) at the base station level, 
selecting for the terminal one of the sets of shared channels and, independently of the control 
facility, indicating the selected set to the terminal by way of a channel that is dedicated to 
communications with that terminal. 

The enablement rejection is traversed for the reasons given at pages 2-3 of the Request 
for Reconsideration filed November 1 8, 2009. The prior art arrangement was for the control 
facility to advise the mobile terminal of the particular channel(s) to be used, the difference is that 
according to the invention the control facility advises the mobile terminal of the entire allocated 
list. It is inconceivable to maintain that one of skill in the art would not be able to design a 
system where the control facility advises the mobile terminal of the complete list of channels, 
given that the artisan already knew how to have the control facility advise the mobile terminal of 
the subset of channel(s) to be used. 
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At page 10 of the final Office action of February 5, 2010, the examiner has clarified that 
the basis for the rejection is that the specification does not describe whether the communicating 
of the list of shared channels from the control facility to the mobile terminal is by way of 
communication directly between the control facility and the mobile terminal or if it is a 
communication from the control facility to the mobile terminal through the base station. In order 
for a control facility to communicate directly with a mobile terminal without going through a 
base station, the mobile terminal would have to be able to wirelessly communicate with the 
mobile terminal over the entire range of all of the cells controlled by all the base stations 
controlled by the control facility. This would be impractical, and anyone of ordinary skill in the 
art would understand that the present application contemplates communication from the control 
facility to the mobile terminal through the base station. 

More importantly, it docs not matter which way the artisan would choose to implement 
the communication in question. The fact is that the artisan could implement the communication 
from the control facility to the mobile terminal in the exact same way as in the prior art systems, 
the difference being only the content communicated (i.e., the complete list instead of the subset 
to be used). Applicant sees no basis whatsoever for an assertion that the artisan would not be 
able to do this. 

The prior art rejections are traversed for the reasons given at pages 2-4 of the response 
filed April 24, 2009, and for the additional reasons set forth at pages 2-6 of the Request for 
Reconsideration filed November 18, 2009. 

In the final Office action at pages 1 1-12, the examiner cites to additional publications that 
have not been relied on in the rejection. If these publications somehow support the rejection, the 
rejection should be reformulated and copies of the references provided. More importantly, 
however, the comments of the examiner do not support the rejection, and in fact support 
applicant's traversal. The examiner is correct in that a base station is allocated frequencies that 
can be used. The examiner concludes that the allocation of frequencies to be used is done in a 
"top down" manner and therefore concludes that the base station must be advising the mobile 
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terminal of the subset of frequencies to be used. This is a logical leap motivated by having read 
the present application. 

The present claims require that the base station advise the mobile terminal of the subset 
of allocated channels to be used, and that this be done independently of the control facility. 
Thus, if the base station communicates with the control facility about which frequencies should 
be used for a particular mobile and then the control facility makes a decision to use a particular 
subset and sends this information to the mobile terminal, and the base station relays this decision 
to the mobile terminal, this is not independent of the control facility as is required in the present 
claims. It is in fact the prior art already acknowledged in the present application and clearly 
distinguished in the present claims. 

The examiner has assumed "top down" allocation of the channels, but has not pointed to 
anywhere in the prior art where this in fact happens. He has cited art teaching allocation of the 
larger set by the control facility, and that is all well and good, but the acknowledged prior art in 
the present application describes the control facility communicating the selected channel(s) to the 
mobile terminal, and the art so far cited by the examiner says nothing differently. In particular, 
there is no teaching or suggestion in the prior art of having the base station communicate a 
selected subset of channels to the mobile terminal independently of the control facility, and after 
having the control facility communicate the larger set to the mobile terminal. 

For the above reasons, reversal of the examiner is requested.. 

Respectfully submitted, 

/DJCushing/ 

SUGHRUE MION, PLLC David J. Cushing 

Telephone: (202) 293-7060 Registration No. 28,703 

Facsimile: (202) 293-7860 
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